THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ZO YOUNGER

Appeal No. 1996-0743
Appl i cation 08/152, 741

ON BRI EF

Bef ore CALVERT, ABRAMS and STAAB, Adm ni strative Patent
Judges.

STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’s final
rejection of claims 5, 7, 9, 15-30. Cdainms 37-42 and 46, the
only other clainms remaining in the application, have been
w thdrawn from further consideration under 37 CFR § 1.142(b)

as not being readable on the elected invention.
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Appel lant’ s invention pertains to a self nailer forned
froma single cut sheet and including a return envel ope. A
copy of the appeal ed clains appears in an appendix to
appellant’s brief.?

The prior art references of record relied upon by the

exam ner as evidence of obvi ousness are:

Stewart et al. (Stewart) 4,715,531 Dec. 29,
1987
Sauerwi ne et al. (Sauerw ne) 5,289, 972 Mar. 1
1994

Clains 7, 9, 15-18 and 20-23 stand rejected under 35
U S.C. 8 103 as being unpatentable over Stewart.
Clains 5, 19 and 24-30 stand rejected under 35 U S.C. §
103 as bei ng unpatentable over Stewart in view of Sauerw ne.
The rejections are explained in the initial office action

(Paper No. 3, mailed June 29, 1994) and the exam ner’s answer

'In the copy of claim 15 appearing in the appendi x to the
brief, at line 11, --, said second tear strip having adhesive
applied thereto-- should appear after “said second side”, and
at lines 23-24, “said adhesive on said first and second thin
strips of adhesive and” should be deleted. 1In the copy of
claim 24 appearing in the appendix to the brief, at line 11, -
-, said second tear strip having adhesive applied thereto--
shoul d appear after “said second side”.
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(Paper No. 10, nmiled Cctober 11, 1995).
The opposi ng vi ewpoi nts of appellant are set forth in the

brief (Paper No. 8, filed August 16, 1995).

Claims 7 and 9

| ndependent claim7 calls for the size of the single
sheet business formto be about 8.5" w de by about 11" | ong,
with the distance between the top of the formand the first
transverse |line of weakening 44% bei ng about 3.5" and the
di stance between the |l ower edge 72 of the lateral strip of
adhesive 48 and the bottom of the form being about 7".
| ndependent claim9 calls for the size of the single sheet
busi ness formto be about 8.5" w de by about 14" long, with
t he di stance between the top of the formand the first
transverse |line of weakening 44 being about 4 and 7/8" and the
di stance between the | ower edge 72 of the lateral strip of

adhesive 48 and the bottom of the form being about 8".

2 Throughout this decision, bold format nunbers denote
reference nuneral s appearing in appellant’s drawi ng figures.
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The exam ner recogni zes that Stewart is silent as to the
overal |l dinensions of the sheet and the placenent of the
various fold lines and strips of adhesive relative to the
sheet’s edges. However, the exam ner considers that

[t] he exact specific dinmensions of the business form

to be a letter or a | egal sized sheet of paper and

t he placenent of the transverse |ine of weakening

and the lateral strip would have been an obvi ous

matter of design choice . . . since applicant has
not di scl osed

that the position of the transverse |ine of

weakening and lateral strip and size of the business

form sol ves any stated problemand it appears that

the invention would performequally well with the

busi ness formas shown in Stewart et al. [First

of fice action, page 5.]

Regardl ess of how we attenpt to read clains 7 and 9 on
t he envel ope of Stewart, we cannot agree with the examner’s
position to the effect that it would have been obvious to
reconfigure Stewart’s reusabl e envel ope in the manner that
woul d correspond to the subject matter of clains 7 and 9.
Considering first claim7, Steward s envel ope conprises only
two laterally extending strips of adhesive, nanely, strip of

adhesi ve 47 on the side of the sheet that will becone the

inside of the first nailed envel ope (see Figure 1), and strip
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of adhesive 57 on the side of the sheet that wll becone the

i nside of the second return envel ope (see Figures 2 and 6).

|f, on the one hand, we attenpt to read the clainmed | ateral
strip of adhesive on Stewart’s strip 47, the top of the sheet
and the bottom of the sheet nust be as viewed in Figure 1
because claim7 requires that the lateral strip of adhesive be
| ocat ed between the transverse |ine of weakening and the
bottom of the sheet. Under these circunstances, it certainly

woul d not have been obvious to one of

ordinary skill in the art to relocate strip 47 of Stewart so
that its lower edge is about 7" fromthe bottom of the sheet,
as called for in claim?7, because to do so would result in a
tear strip that would be excessively large, resulting in

needl ess waste of material. |[If, on the other hand, we attenpt
to read the clainmed lateral strip of adhesive on Stewart’s
strip 57, and further consider the top of the sheet to be as
shown in Figure 2, relocating the strip so that its | ower edge
is about 7" fromthe bottom of the sheet would again result in
the sanme excessively large tear strip and needl ess waste of
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material. Additionally, if Figure 2 of Stewart were to be
turned upside down (i.e., if the |ower edge of the sheet as
viewed in Figure 2 were to be considered the top of the
sheet), such that line 38 of Stewart was considered to be the
first transverse |ine of weakening, it still would not have
been obvious to relocate the | ower edge of the strip of
adhesi ve 57 about 7" fromthe bottom of the sheet because to
do so would greatly dimnish, if not conpletely destroy, the
ability of strip 57 to act as a closure for a return envel ope
derived froman originally sized 8.5" by 11" sheet. The
exam ner’s position as applied to claim9 is without nerit for

sim | ar reasons.

In view of the fact that the exam ner’s proposed
nodi fication of Stewart would render it unsuitable for its
i nt ended purpose, it cannot be said that it woul d have been
obvious to one of ordinary skill in the art. Ex parte
Rosenfel d, 130 USPQ 113, 115 (Bd. App. 1961). It follows that

the standing 8 103 rejection of clains 7 and 9 as being
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unpat ent abl e over Stewart cannot be sustai ned.
Cl aims 15-18 and 20-23

The | ast paragraph of independent claim15 calls for the
base sheet to be folded along a base fold Iine 78 and secured
by the first and second thin strips of adhesive 70, 74 and the
adhesive 64 on the first and second tear strips 32, 38 to
define an envel ope. The exam ner has not explained, and it is
not apparent to us, where Stewart teaches an envel ope forned
by folding the sheet along a base fold Iine and securing it by
first and second sets of adhesive strips to define an
envel ope, as now clained. In this regard, Stewart’s first set
of adhesive strips 43, 45 act alone to formthe first envel ope
and Stewart’s second set of adhesive strips 53, 55 act al one

to formthe second return envel ope.

For this reason, the standing 8 103 rejection of
i ndependent cl aim 15 as bei ng unpatentabl e over Stewart, as
well as clainms 16-18 and 20-23 that depend therefrom cannot

be sust ai ned.
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Caimb5

Concerning the examner’s 8 103 rejection of claim5 as
bei ng unpatentabl e over Stewart in view of Sauerwi ne, the only
argued distinction of claim5 over Stewart is the requirenent
of claimb5 that the adhesive of the lateral strip of adhesive
48 is renvi stenable glue. Wile conceding that renvoistenable
glue "is, of course, the sane sort of glue encountered on the
fl aps of conventional business envel opes” (brief, page 7),
appel l ant contends that one of ordinary skill in the art would
never consider using renoi stenable glue at adhesive strip 57
on return flap 28 of Stewart because

[t] he renpi stenabl e gl ue woul d be exposed on the

exterior of the envelope at all tines during the

mailing process. If it got wet, it mght cause the

envel ope to adhere to other pieces of mail

Al ternatively, it mght pick-up all manner of

debris, bacteria or the like and certainly would not

be suitable for licking wwth the tongue. |ndeed,

it’s hard to imagine a situation where the

substitution proposed by the exam ner is so

unlikely. [Brief, pages 7-8.]

This argunent is not well taken. Caim5 does not
require that the lateral strip of adhesive set forth in the

| ast paragraph of the claimbe for the return envel ope fl ap.

Thus, even if we were to agree with appellant that, as a
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general proposition, it would not have been obvious to provide
remoi stenabl e gl ue at adhesive strip 57 on Stewart’s return
envel ope flap, there remains the question of providing

rempi stenable glue at Stewart’s adhesive strip 47, used on the
closure flap of the first mailed envel ope. Stewart describes
this adhesive strip as being “an activatabl e adhesive for
exanpl e a wet abl e adhesive or a two-part adhesive or a two-
sided tape with a release strip 46 as shown” (colum 3, lines
13-15; enphasis added). To the extent “wetabl e” adhesive is
not “renoi stenabl e” adhesive as clainmed, it would have been
obvi ous to one of ordinary skill in the art to use a
conventional renoistenable glue at Stewart’s adhesive strip 47
in view of Sauerwi ne’s teaching at colum 4, |ines 22-26, that
adhesive 40 for envelope flap 39 may be “any type of adhesive
that can be activated by the end user to forma sealed return
envel ope, such as rewettabl e adhesive, or pressure sensitive
adhesi ve covered by a release liner strip” (enphasis added).
In this regard, the circunstance that Sauerw ne’s adhesive 40
is used to close the flap of Sauerwi ne’s return envel ope is

not seen as limting that teaching to the closure flaps of
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return envel opes.

In light of the foregoing, we will sustain the standing 8§
103 rejection of claimb5 as being unpatentable over Stewart in
vi ew of Sauerw ne.

Clainms 19 and 24-30

| ndependent claim?24 is simlar to claim15 in the sense
that it also calls for the base sheet to be folded al ong a
base fold line 78 and secured by the first and second thin
strips of adhesive 70, 74 and by the adhesive 64 on the first
and second tear strips 32, 38 to define an envelope. dCaim19
depends from i ndependent claim 15 and thus includes this
[imtation through its dependency therefrom W have
t horoughly revi ewed the teachi ngs of Sauerw ne additionally
relied upon by the examner in rejecting clainms 19 and 24, but
find nothing therein that makes up for the above noted
deficiencies of Stewart with respect to this limtation.
Accordi ngly, we cannot sustain the exam ner’s rejection of
clainms 19 and 24, or clains 25-30 which depend from clai m 24,

based on the conbi ned teachings of Stewart and Sauerw ne.
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Summary

The standing 8 103 rejections of clains 7, 9 and 15-30

are reversed.

The standing 8 103 rejection of claim5 is affirned.

The decision of the examner is affirned-in-part.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
| AN A, CALVERT
Adm ni strative Patent Judge
NEAL E. ABRAMS
PATENT

Adm ni strative Patent Judge

-11-

N N N N

N N N N

) BOARD OF

APPEALS AND
| NTERFERENCES



Appeal No. 1996-0743
Appl i cation 08/152,741

LAWRENCE J. STAAB
Adm ni strative Patent Judge

ljs/ki

Wbod, Phillips, Vansanten, Hoffman &
Ertel

500 West Madi son Street, Suite 3800
Chicago, IL 60661
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